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NATIONAL SCIENCE FOUNDATION 
WASHINGTON, DC 20550 


GRANT POLICY MANUAL TRANSMITTAL MEMORANDUM NO. 6 


November 25, 1992 


Subject: Policies and Procedures for Inventions and Patents 


Purpose/Background. This memorandum transmits changes to the Grant Policy Manual 
(GPM) and provides a summary of the changes. The revisions incorporate statutory and 
regulatory changes. 


SUMMARY AND EXPLANATION OF REVISED SECTIONS 


Section 750, “Intellectual Property” has been revised to incorporate the NSF final rule 
published in 57 Federa/ Register 18052 (April 28, 1992). That regulation will be codified 
at 45 CFR Part 650. 


That regulation incorporates changes in the governing statute (chapter 18 of title 35 of 
the United States Code, commonly called the "Bayh-Dole Act") and Government- wide 
implementation guidance published by the Department of Commerce as part 401 of title 
37 of the Code of Federal Regulations. This revision to GPM 750 brings NSF policy and 
procedures into compliance with federal law and makes minor changes to NSF 
implementation. Questions regarding NSF patent policies and procedures may be directed 
to April C. Bennett, NSF Patent Assistant in the Foundation’s Office of the General 
Counsel. She may be reached at (202) 357-9435 or by e-mail to patents@nsf (BITNET) 
and patents@nsf.gov (internet). 


Any questions regarding the Grant Policy Manual, this Transmittal Memorandum or any 
other award policy issues may be addressed to the Policy Office, Division of Grants and 
Contracts by telephone at (202) 357-7880 or by e-mail to policy@nsf (BITNET) or 
policy@nsf.gov (Internet). 

Page Placement. 


Instructions regarding the replacement of the current pages with the attached change 
pages are detailed below. 


Replace the current pages VII-7 through VII-16(a) with Change Pages VII-7 through VII- 
16(a). 


Attachment: 


Change Pages 


the organization in matters of business and financial affairs. 
The following information should also be provided on each SF 
122: 

1. name of grantee institution; 

2. grant number; 

3. expiration date; 

4. the statement “The above equipment is requested for 
use by a project grantee in support of scientific research or 
science education as outlined in the grant”; and 

5. transfer is in accordance with the provisions of 41 
CFR 101.43. 

The transfer order should also identify the automatic release 
date (from the GSA catalog) to preclude loss of property 
before the transaction is processed. 

g. The written justification should detail the scientific need 
for the equipment as it relates to the particular grant project 
under which the equipment is to be used, and should cite the 
conditions of this section as being binding upon the grantee, 
should the property be acquired. 

h. Upon receipt by the Foundation, the property request will 
be reviewed. As confirmation of approval, the grantee will 
receive carbon copies of the SF 122 from the Foundation and, 
subsequently, from the General Services Administration. If the 
request is disapproved, it will be returned to the grantee with 
an appropriate explanation. 

i. Upon receipt of the requested property, the grantee should 
immediately return a copy of the SF 122 to NSF as evidence of 
delivery. Cancellations by GSA, or nonreceipt within a 
reasonable period of time, should also be reported to NSF after 
follow-up inquiries have been made io GSA. 


744 Visiting Holding Agency Facilities 

Under current GSA regulations all non-Federal grantee rep- 
resentatives wishing to visit holding agen.ty facilities to screen 
or freeze government excess personal property must receive 
prior certification from GSA. This certification is not required 
for those grantees who do their selecting from GSA catalogs 
and who freeze property only via telephone requests. 

The number of screeners on a grant should be limited to no 
more than two persons. The primary screener should be the 
Principal Investigator. However, if the Principal Investigator 
finds it impossible to screen, he or she may designate, in writ- 
ing, a substitute. 

Normally, certification will be on a regional basis; however, 
NSF will, under certain circumstances, sponsor grantee repre- 
sentatives who need to make interregional visits in order to 
secure equipment not readily available within their region. 
Each person who plans to visit holding agency facilities must 
submit to the Foundation a completed GSA Form 2946, 
“Authorization Certificate to Select/Freeze Excess Personal 
Property.” This form may be obtained from the Property Sec- 
tion, NSF. The GSA Regional Office in which the grantee or- 
ganization is located will authorize all regional certifications 
and serve as principal coordinator on interregional requests. 
The authorization will be forwarded to the grantee via the 
Foundation. 


745 Dollar Limitation 

To insure equitable distribution of excess government per- 
sonal property, grantees may be authorized to acquire property 
under each NSF project grant up to a total acquisition cost 
equal to the dollar value of that particular grant. Any request 
for excess property which causes the total to exceed the value 
of the grant will require additional justification beyond that re- 
quested in GPM 743. A higher percentage of excess propert;; 
requested under a particular grant by a grantee must be ap- 
proved by an administrative level in the Foundation which is 
higher than the NSF Program Officer who normally ad- 
ministers the grant. The Foundation will give full considera- 
tion to all factors in determining whether to approve transfers 
of excess property above the dollar value of a given grant. 
Grantees are therefore urged to be selective in their requests 
for excess government personal property to limit quantities of 
each item where possible and to avoid stockpiling items for fu- 
ture use. 


746 Restrictions 

The Foundation will sponsor the transfer of excess govern- 
ment personal equipment to eligible organizations only under 
“project grants.” As defined in the GSA regulations, “project 
grants” refers to grants made for specific purposes with stab- 
lished termination dates; e.g., grants made to specific institu- 
tions to perform specific tasks within set time frames and 
costs. No excess property may be acquired on behalf of con- 
ference grants, publication-support grants, or travel grants. In 
addition, on “summer-type training” grants, no property may 
be acquired after the training period has terminated. Further, 
grantees should exercise careful judgment on the appropnate- 
ness of requesting excess personal property when only a short 
period of time exists between the date of the property request 
and the completion or successful accomplishment of the NSF- 
supported project activity. GSA will consider items of per- 
sonal property as scientific equipment for transfer without 
reimbursement to the National Science Foundation for use by a 
project grantee when the property requested has a unit acquisi- 
tion cost of $1,000 or more and is within Federal Supply Clas- 
sification Groups: 

a. 14 (Guided Missiles); 

b. 43 (Pumps and Compressors); 

c. 48 (Valves); 

d. 58 (Communication, Detection, and Coherent Radiation 
Equipment); 

e. 59 (Electrical and Electronic Equipment Components); 

f. 66 (Instruments and Laboratory Equipment), 

g. 67 (Photographic Equipment), 

h. 70 (General Purpose Automatic Data Processing Equip- 
ment, Software, Supplies, and Support Equipment); or 

i. 74 (Office Machines and Visible Record Equipment). 

Automatic data processing equipment as defined in 41 CFR 
101-32.301 must be acquired under the provisions of Subparts 
101-32.3 and 101-32.4702 of the Code of Federal Regulations. 
GSA will give consideration tc the transfer without reimburse- 
ment of items of excess property in other Federal supply clas- 
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sification groups and items with a unit acquisition cost of less 
than $1,000, when NSF certifies that the item requested is a 
component part of or related to a piece of scientific equipment 
or is an otherwise difficult to acquire item needed for scientific 
research. Items of property determined by GSA to be com- 
mon-use or general purpose property, regardless of classifica- 
tion or unit acquisition cost, shall not be transferred to NSF for 
use by a project grantee without reimbursement. Excess per- 
sonal property may be transferred to a project grantee for the 
purpose of cannibalization, provided the granting agency sends 
with the transfer request a supporting statement which clearly 
indicates that disassembly of the requested item for secondary 
use of its component parts, or for repair and maintenance of a 
similar item, has greater potential benefit than utilization of the 
item in its existing form and that a clear cost savings to the 
government will result, subject to final determination by GSA. 


747 Costs 

Excess government personal property is usually secured 
without cost. However, the recipient grantee should specify 
the method of shipment (see Exhibit VII-2) and must pay all 
costs of packing, transportation, and subsequent installation, 
rehabilitation, and maintenance if required. Grant funds may 
be used to pay such costs. 


748 Title 

Title to excess government personal property obtained by 
academic and other non-profit grantees through Foundation 
sponsorship remains with the government until the property is 
delivered to the grantee organization. Upon delivery, the gran- 
tee should forward to the Foundation a receipted SF 122 which 
Clearly lists the items of property actually obtained by the 
grantee. Unless the Foundation informs the grantee to the con- 
trary, when this SF 122 is received at the Foundation, title to 
all property acquired will auiomatically pass to and be vested 
in the grantee organization, subject to the understanding that 
the property will be used for scientific research or for science 
education purposes as long as it has a useful life. At such time 
as the property is no longer useful for such purposes, it may be 
disposed of in accordance with institutional practices, but any 
proceeds therefrom shall be used by the grantee solely for 
scientific research or science education purposes. Under cer- 
tain conditions, such as when highly specialized equipment is 
involved, NSF may retain title to excess property. When such 
a condition exists, NSF will inform the grantee. Excess 
government personal property may not be transferred to a 
foreign country without the express written approval of the 
Foundation’s Division of Grants and Contracts. 


749 Accountability and Recordkeeping 


While no particular type of classification of accounts or in- 
ventory system is required, the Foundation expects that the 
responsible officials of the grantee organization will exercise 
careful stewardship of excess government personal property 
acquired in svpport of projects undertaken with the 
Foundation’s financial assistance. In accordance with GPM 
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745, relating to the dollar limitation on the amount of excess 
government personal property provided by the Foundation, 
grantees should maintain appropriate inventory procedures 
which will enable them to identify those requests which re- 
quire more extensive administrative and scientific justification. 
In those cases where title to excess goveiiiment personal 
property remains with the government, the grantee must main- 
tain suitable records to identify its location, description, 
utilization and value. The use of excess government personal 
property under an NSF grant is subject to inspection and audit 
by representatives of the Foundation at all reasonable times 
during the life of the grant under which the property was ac- 
quired. 

Further details may be obtained from the Property Section, 
Division of Administrative Services, National Sci:nce Founda- 
tion, 1800 G Street, N.W., Washington, D.C. 20550. 


750 INTELLECTUAL PROPERTY 


751 Patents and inventions 

751.1 Background 

a. The disposition of rights to inventions made by small 
business firms and nonprofit organizations, including univer- 
sities and other institutions of higher education, during NSF- 
assisted research is governed by chapter 18 of title 35 of the 
United States Code, commonly called the Bayh-Dole Act. In 
accordance with a Presidential Memorandum entitled 
“Government Patent Policy” issued on February 18, 1983 and 
under the authority of section 12 of the National Science Foun- 
dation Act of 1950, as amended (42 U.S.C. §1871), NSF ap- 
plies the policies of that Act to all its grantees. The 
Department of Commerce is the lead agency for implementing 
the Bayh-Dole Act and has published guidance to Federal 
agencies as part 401 of title 37 of the Code of Federal Regula- 
tions. The Foundation’s implementing rules are published as 
part 650 of title 45 of the Code of Federal Regulations. 

b. NSF's standard Patent Rights clause, published at 45 
CFR §650.4(a) and below at GPM 751.3, is identical to that 
prescribed in the DOC guidance (37 CFR §401.14(a) except 
that: 

1. NSF has tailored the clause to apply to gzants and to 
identify NSF; 

2. pursuant to section 401.5(d) of the DOC guidance (37 
CFR §401.5(d)), NSF has added to paragraph (b) of the clause 
a stipulation that the Foundation reserves the nght to direct a 
grantee to transfer to a foreign government or research per- 
former such nghts to any subject invention as are required to 
comply with any international treaty or agreement identified 
when the grant is made as being applicable to the assisted re- 
search; 

3. as permitted by section 401.5(f) of the DOC guidance 
(37 CFR §401.5(f)), NSF has added two subparagraphs to the 
end of paragraph (f) of the clause to require grantees or their 
representatives to send to the Foundation confirmations of the 
Government licenses for and copies of any United States 
patents on subject inventions; and 


4. since NSF normally uses the same clause for all sul- 
contractors, the first two subparagraphs of paragraph (g) of the 
clause specified in the DOC guidance have been reduced to 
one. 
751.2 National Science Foundation Patent Policy 

As authorized by the National Science Board at its 230th 
meeting, October 15-16, 1981, the Director of the National 
Science Foundation has adopted the following statement of 
NSF patent policy. 

(a) In accordance with, by the Bayh-Dole Act and the 
Presidential Memorandum entitled “Government Patent 
Policy” issued February 18, 1983, the Foundation will use the 
Patent Rights clause prescribed by the Department of Com- 
merce in all its funding agreements for the performance of ex- 
perimental, developmental, or research work, including awards 
made to foreign entities, unless the Foundation determines that 
some other provision would better serve the purposes of that 
Act or the interests of the United States and the general public. 

(b) In funding agreements covered by a treaty or agreement 
that provides that an international organization or foreign 
government, research institute, or inventor will own or share 
patent rights, the Foundation will acquire such patent rights as 
are necessary to comply with the applicable treaty or agree- 
ment. 

(c) If an awardee elects not to retain nights to an invention, 
the Foundation will allow the inventor to retain the principal 
patent rights unless the awardee, or the inventor's employer if 
other than the awardee, shows that it would be harmed by that 
action. 

(d) The Foundation will normally allow any patent rights 
not wanted by the awardee or inventor to be dedicated to the 
public through publication in scientific journals or as a 
statutory invention registration. However, if another Federal 
agency is known to be interested in the relevant technology, 
the Foundation may give it an opportunity to review and patent 
the invention so long as that does not inhibit the dissemination 
of the research results to the scientific community. 

751.3 Standard Patent Rights Clause 

The following Patent Rights clause will be used in every 
funding agreement awarded by the Foundation that relates to 
scientific or engineering research unless a special patent clause 
has been negotiated (see GPM 753.1). When the clause is used 
in a funding agreement other than a grant, “grant” and “gran- 
tee” may be replaced by “contract” and “contractor” or other 
appropriate terms. 


PATENT RIGHTS (APRIL, 1992) 
(a) Definitions 

(1) “Invention” means any invention or discovery 
which is or may be patentable or otherwise protectable 
under title 35 of the United States Code, to any novel 
variety of plant which is or may be protected under the 
Plant Variety Protection Act (7 USC 2321 et seq.). 

(2) “Subject invention” means any invention of the 
grantee conceived or first actually reduced to practice in 
the performance of work under this grant, provided that 


in the case of a variety of plant, the date of determination 
(as defined in section 41(d) of the Plant Variety Protec- 
tion Act (7 USC 2401(d)) must also occur during the 
period of grant performance. 

(3) “Practical application” means to manufacture in 
the case of a composition or product, to practice in the 
case of a process or method, or to operate in the case of 
a machine or system; and, in each case, under such con- 
ditions as to establish that the invention is being utilized 
and that its benefits are to the extent permitted by iaw or 
Government regulations available to the public on 
reasonable terms. 

(4) “Made” when used in relation to any invention 
means the conception or first actual reduction to practice 
of such invention. 

(5) “Small business firm” means a domestic small 
business concem as defined at section 2 of Pub. L. 85- 
536 (15 USC 632) and implementing regulations of the 
Administrator of the Small Business Administration. For 
the purpose of this Patents Rights clause, the size stand- 
ard for small business concerns involved in Government 
procurement and subcontracting at 13 CFR 121.3-8 and 
13 CFR 121.3-12, respectively, will be used. 

(6) “Nonprofit organization” means a domestic 
university or other institution of higher education or an or- 
ganization of the type described in section 50l(c)(3) of 
the Internal Revenue Code of 1954 (26 USC 50li(c)) and 
exerinpt from taxation under section 501(a) of the Internal 
Revenue Code (26 USC 501(a)) or any domestic non- 
profit scientific or educational organization qualified 
under a State nonprofit organization statute. 

(b) Adocation of Principal Rights 

The grantee may retain the entire right, title, and inter- 
est throughout the world to each subject invention sub- 
ject to the provisions of this Patents Rights clause and 35 
USC 203. With respect to any subject invention in which 
the grantee retains title, the Federal Government shall 
have a nonexclusive, nontransferable, irrevocable, paid- 
up license to practice or have practiced for or on behalf 
of the United States the subject invention throughout the 
world. If the award indicates it is subject to an identified 
international agreement or treaty, the National Science 
Foundation (NSF) also has the right to direct the grantee 
to convey to any foreign participant such patent rights to 
subject inventions as are required to comply with that 


agreement or treaty. 
(c) /nvention Disclosure, Election of Title and Filing of 
Patent Applications by Grantee 


(1) The grantee will disclose each subject invention 
to NSF within two months after the inventor discloses it in 
writing to grantee personnel responsible for the ad- 
ministration of patent matters. The disclosure to NSF 
shall be in the form of a written report and shall identify 
the grant under which the invention was made and the 
inventor(s). It shall be sufficiently complete in technical 
detail to convey a clear understanding of the nature, pur- 
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pose, operation, and, to the extent known, the physical, 
chemical, biological or electrical characteristics of the in- 
vention. The disclosure shall also identify any publica- 
tion, on sale or public use of the invention and whether a 
manuscript des -~‘ibing the invention has been submitted 
for publication and, if so, whether it has been accepted 
for publication at the time of disclosure. In addition, after 
disclosure to NSF, the grantee will promptly notify NSF of 
the acceptance of any manuscript describing the iiven- 
tion for publication or of any on sale or public use 
planned by the grantee. 

(2) The grantee will elect in writing whether or not to 
retain title to any such invention by notifying NSF within 
two years of disclosure to NSF. However, in any case 
where publication, on sale, or public use has initiated the 
one year statutory period wherein valid patent protection 
can still be obtained in the United States, the period for 
election of title may be shortened by NSF to a date that 
is nO more than 60 days prior to the end of the statutory 
period. 

(3) The grantee will file its initial patent application 
on an invention to which it elects to retain title within one 
year after election of title or, if earlier, prior to the end of 
any statutory period wherein valid patent protection can 
be obtained in the United States after a publication, on 
sale, or public use. The grantee will file patent applica- 
tions in additional countries or international patent offices 
within either ten months of the corresponding initial 
patent application, or six months from the date when per- 
mission is granted by the Commissioner of Patents and 
Trademarks to file foreign patent applications when such 
filing has been prohibited by a Secrecy Order. 

(4) Requests for extension of the time for disclosure 
to NSF, election, and filing under subparagraphs (1), (2), 
and (3) may, at the discretion of NSF, be granted. 

(d) Conditions When the Government May Obtain Title 
The grantee will convey to NSF, upon written request, 
title to any subject invention: 

(1) If the grantee fails to disclose or elect the sub- 
ject invention within the times specified in paragraph (c) 
above, or elects not to retain title; provided that NSF may 
only request title within 60 days after learning of the 
failure of the grantee to disclose or elect within the 
specified times. 

(2) In those countries in which the grantee fails to 
file patent applications within the times specified in para- 
graph (c) above; provided, however, that if the grantee 
has filed a patent application in a country after the times 
specified in paragraph (c) above, but prior tu its receipt of 
the written request of NSF, the grantee shall continue to 
retain title in that country. 

(3) In any country in which the grantee decides not 
to continue the prosecution of any application for, to pay 
the maintenance fees on, or defend in a reexamination or 
opposition proceeding on, a patent on a subject inven: 
tion. 
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(e) Minimum Rights to Grantee 

(1) The grantee will retain a nonexclusive royalty- 
free license throughout the world in each subject inven- 
tion to which the Government obtains title, except if the 
grantee fails to disclose the subject invention within the 
times specified in paragraph (c) above. The grantee’s 
license extends to its domestic subsidianes and affiliates, 
if any, within: the corporate structure of which the grantee 
is a party and includes the right to grant sublicenses of 
the same scope to the extent the grantee was legally 
obligated to do so at the time the grant was awarded. 
The license is transferable only with the approval of NSF 
except when transferred to the successor of that part of 
the grantee’s business to which the invention pertains. 

(2) The grantee’s domestic license may be revoked 
or modified by NSF to the extent necessary to achieve 
expeditious practical application of the subject invention 
pursuant to an application for an exclusive license sub- 
mitted in accordance with applicable provisions at 37 
CFR Part 404. This license will not be revoked in that 
field of use or the geographical areas in which the gran- 
tee has achieved practical application and continues to 
make the benefits of the invention reasonably accessible 
to the public. The license in any foreign country may be 
revoked or modified at the discretion of NSF to the extent 
the grantee, its licensees, or its domestic subsidiaries or 
affiliates have failed to achieve practical application in 
that foreign country. 

(3) Before revocation or modification of the license, 
NSF will furnish the grantee a written notice of its inten- 
tion to revoke or modify the license, and the grantee will 
be allowed thirty days (cr such other time as may be 
authorized by NSF for good cause shown by the grantee) 
after the notice to show caus? why the license should not 
be revoked or modified. The grantee has the right to ap- 
peal, in accordance with applicable regulations in 37 
CFR Part 404 concerning the licensing of Gevemment- 
owned inventions, any decision concerning the revoca- 
tion or modification of its license. 

(f) Grantee Action to Protect Government's interest 

(1) The grantee agrees to execute or to have ex- 
ecuted and promptly deliver io NSF all instruments 
necessary to: (i) establish or confirm the rights the 
Government has throughout the world in those subject 
inventions for which the grantee retains title, and (ii) con- 
vey title to NSF when requested under paragraph (d) 
above, and to enable the Government to obtain patent 
protection throughout the world in that subject invention. 

(2) The grantee agrees to require, by written agree- 
ment, its employees, other than clerical and non-techni- 
cal employees, to disclose promptly in writing to 
personnel identified as responsible for the administration 
of patent matters and in a format suggested by the gran- 
tee each subject invention made under this grant in order 
that the grantee can comply with the disclosure 
provisions of paragraph (c) above, and to execute all 
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papers necessary to file patent applications on subject 
inventions and to establish the Government's rights in 
the subject inventions. The disclosure format should re- 
quire, aS a minimum, the information requested by para- 
graph (c)(1) above. The grantee shall instruct such 
employees through the employee agreements or other 
suitable educational programs on the importance of 
reporting inventions in sufficient time to permit the filing 
of patent applications prior to U.S. or foieign statutory 
bars. 

(3) The grantee will notify NSF of any decision not to 
continue prosecution of a patent application, pay main- 
tenance fees, or defend in a reexamination or opposiiion 
proceeding on a patent, in any country, not less than thir- 
ty days before the expiration of the response period re- 
quired by the relevant patent office. 

(4) The grantee agrees to include, within the 
specification of any United States patent application and 
any patent issuing thereon covering a subject invention, 
the following statement: “This invention was made with 
Government support under (identify the grant) awarded 
by the National Science Foundation. The Government 
has certain rights in this invention.” 

(5) The grantee or its represeniative will complete, 
execute, and forward to NSF a confirmation of a License 
to the United States Government within two months of 
filing any domestic or foreign patent application. 

(6) The grantee or its representative will forward to 
NSF a copy of any United States patent covering a sub- 
ject invention within two months after it is issued. 

(g) Subcontracts 

(1) The grantee will include this Patents Rights 
clause, suitably modified to identify the parties, in all sub- 
contracts, regardless of tier, for experimental, develop- 
mental, or research work. The subcontractor will retain 
all rights provided for the grantee in this Patents Rights 
Clause, and the grantee will not, as part of the considera- 
tion for awarding the subcontract, obtain rights in the 
subconitractor’s subject inventions. 

(2) In the case of subcontracts, at any tier, when the 
prime award by the Foundation was a contract (but not a 
grant or cooperative agreement), NSF, subcontractor, 
and contractor agree that the mutual obligations of the 
parties created by this Patents Rights clause constitute a 
contract between the subcontractor and the Foundation 
with respect to those matters covered by this Patents 
Rights clause. 

(h) Aeporting on Utilization of Subject Inventions 

The grantee agrees to submit on request periodic 
reports no more frequently than annually on the utiliza- 
tion of a subject invention or or efforts at obtaining such 
utilization that are being made by the grantee or its licen- 
sees or assignees. Such reports shall include information 
regarding the status of development, date of first com- 
mercial sale or use, gross royalties received by the gran- 
tee, and such other data and information as NSF may 
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reasonably specify. The grantee also agrees to provide 
additional reports in connection with any march-in 
proceeding undertaken by NSF in accordance with para- 
graph (j) of this Patents Rights clause. As required by 
35 USC 202(c)(5), NSF agrees it will not disclose such 
information to persons outside the Government without 
the permission of the grantee. 

(i) Preference for United States Industry 

Notwithstanding any other provision of this Patents 
Rights clause, the grantee agrees that neither it nor any 
assignee will grant to any person the exclusive right to 
use or Sell any subject invention in the United States un- 
less such person agrees that any products embodying 
the subject invention or produced through the use of the 
subject invention will be manufactured substantially in 
the United States. However, in individual cases, the re- 
quirement for such an agreement may be waived by NSF 
upon a showing by the grantee or its assignee that 
reasonable but unsuccessful efforts have been made to 
grant licenses on similar terms to potential licensees that 
would be likely to manufacture substantially in the United 
States or that under the circumstances domestic 
manufacture is not commercially feasible. 

(j) March-in Rights 

The grantee agrees that with respect to any subject in- 
vention in which it has acquired title, NSF has the right in 
accordance with procedures at 37 CFR 401.6 and NSF 
regulations at 45 CFR 650.13 to require the grantee, an 
assignee or exclusive licensee of a subject invention to 
grant a nonexclusive, partially exclusive, or exclusive 
license in any field of use to a responsible applicant or 
applicants, upon terms that are reasonable under the cir- 
cumstances, and if the grantee, assignee, or exclusive 
licensee refuses such a request, NSF has the right to 
grant such a license itself if NSF determines that: 

(1) Such action is necessary because the grantee or 
assignee has not taken, or is not expected to take within 
a reasonable time, effective steps to achieve practical 
application of the subject invention in such field of use; 

(2) Such action is necessary to alleviate health or 
safety needs which are not reasonably satisfied by the 
grantee, assignee, or their licensees; 

(3) Such action is necessary to meet requirements 
for public use specified by Federal regulations and such 
requirements are not reasonably satisfied by the grantee, 
assignee, or licensee; or 

(4) Such action is necessary because the agreement 
required by paragraph (i) of this Patents Rights clause 
has not been obtained or waived or because a licensee 
of the exclusive right to use or sell any subject invention 
in the United States is in breach of such agreement. 

(k) Specia/ Provisions for Grants with Nonprofit 
Organizations 
If the grantee is a nonprofit organization, it agrees that: 

(1) Rights to a subject invention in the United States 

may not be assigned without the approval of NSF, except 
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where such assignment is made to an organization which 
has as one of its primary functions the management of 
inventions, provided that such assignee will be subject to 
the same provisions as the grantee; 

(2) The grantee will share royalties collected on a 
subject invention with the inventor, including Federal 
employee co-inventors (when NSF deems it appropriate) 
when the subject invention is assigned in accordance 
with 35 USC 202(e) and 37 CFR 401.10; 

(3) The balance of any royalties or income earned 
by the grantee with respect to subject inventions, after 
payment of expenses (including payments to inventors) 
incidental to the administration of subject inventions, will 
be utilized for the support of scientific research or educa- 
tion; and 

(4) It will make efforts that are reasonable under the 
circumstances to attract licensees of subject inventions 
that are small business firms and that it will give 
preference to a small business firm if the grantee deter- 
mines that the small business firm has a plan or proposal 
for marketing the invention which, if executed, is equally 
likely to bring the invention to practical application as any 
plans or proposals from applicants that are not small 
business firms; provided that the grantee is also satisfied 
that the small business firm has the capability and 
resources to carry out its plan or proposal. The decision 
whether to give a preference in any specific case will be 
at the discretion of the grantee. However, the grantee 
agrees that the Secretary of Commerce may review the 
grantee’s licensing program and decisions regarding 
small business applicants, and the grantee will negotiate 
changes to its licensing policies, procedures, or practices 
with the Secretary when the Secretary's review discicses 
that the grantee could take reasonable steps to imple- 
ment more effectively the requirements of this paragraph 
(k)(4). 

|. Communications 
All communications required by this Patents Rights 
Clause should be sent to: 

Patent Assistant 

Office of the General Counsel 

National Science Foundation 

Washington, DC 20550. 


(END OF CLAUSE] 


752 Copyright 

752.1 Rights to Copyrightable Material 

The following principles governing the treatment of 
copyrightable material produced under NSF awards were 
adopted by the National Science Board on March 16, 1984. 

a. The Foundation normally will acquire only such rights to 
copyrightable material as are needed to achieve its purposes or 
to comply with the requirements of any applicable govern- 
ment-wide policy or international agreement. 
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b. To preserve incentives for private dissemination and 
development, the Foundation normally will not restrict or take 
any part of income earned from copyrightable material except 
as necessary to comply with the zequirements of any ap- 
plicable government-wide policy or international agreement. 

c. In exceptional circumstances, the Foundation may restrict 
or eliminate an awardee’s control of NSF-supported 
copyrightable material and of income earned from it, if the 
Foundation determines that this would best serve the purposes 
of a particular program or award. 

752.2 Standard Copyrightable Material Ciause 

The following copyrightable material clause will be used 
every funding agreement awarded by the Foundation that re- 
lates to scientific or engineering research unless a special 
copyrightable material clause has been negotiated. (See GPM 
753.2.) When the clause is used in a funding agreement other 
than a grant, “grant” and “grantee” may be replaced by “con- 
tract” and “contractor” or other appropriate terms. 


COPYRIGHTABLE MATERIAL 


a. “Subject writing” means any material that: 

1. is or may be copyrightable under Title 17 of the 
United States Code, and 

2. is produced by the grantee or its employees in 
the performance of work under this grant. 

“Subject writings” include such items as reports, 
books, journal articles, software, sound recordings, video 
tapes, and video discs. 

b. Copyright Ownership, Government License. Ex- 
cept as otherwise specified in the grant or by this para- 
graph, the grantee may own or permit others to own 
copyright in all subject writings. The grantee agrees that 
if it or anyone else does own copyright in a subject writ- 
ing, the Federal government will have a nonexclusive, 
nontransferable, irrevocable, royalty-free license to exer- 
cise or have exercised for or on behalf of the United 
States throughout the world all the exclusive rights 
provided by copyright. Such license, however, will not in- 
clude the right to sell copies or phonorecords of the 
copyrighted works to the public. 

c. Grants Affected by Intemational Agreements. If 
the award indicates it is subject to an identified intema- 
tional agreement or treaty, the Foundation can direct the 
grantee to convey to any foreign participant or otherwise 
dispose of such rights to subject writings as are required 
to comply with that agreement or treaty. 

d. Grantee Action to Protect Government Interests. 
The grantee agrees to acquire, through written agree- 
ment or an employee relationship, the ability to comply 
with the requirements of the preceding paragraphs and, 
in particular, to acquire the ability to convey rights in a 
subject writing to a foreign participant if directed by the 
Foundation under the previous paragraph. The grantee 
further agrees that any transfer of copyright or any other 
rights to a subject writing, by it or anyone whom it has al- 
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lowed to own such rights, will be made subject to the re- 
quirements of this: article. 


[END OF CLAUSE] 


753 Special Patent and Cc »yright Situations 

753.1 Special Award Provisions 

At the request of the prospective awardee or on recommen- 
dation from NSF staff, a Grants or Contracts Officer, with the 
concurrence of the cognizant Program Manager, may negotiate 
special patent or copyright provisions when he or she deter- 
mines that exceptional circumstances require restriction or 
elimination of the right of a prospective awardee to control 
principal rights to subject inventions or writings in order to 
better achieve the objectives of the program, the National 
Science Foundation Act, or (in the case of inventions) Chapter 
18 of Title 35 of the United States Code. Unless doing so 
would be inconsistent with an obligation imposed on the Foun- 
dation by statute, international agreement, or pact with other 
participants in or supporters of the research, every special 
copyright or patent provision will allow the awardee, after an 
invention has been made or copyrightable material created, to 
request that it be allowed to retain principal rights to that in- 
vention or material. 

753.2 Awards Not Primarily for Research 

a. Awards not primarily intended to support scientific or en- 
gineering research need contain no patent or copyrightable 
material provisions. Examples of such awards are travel, con- 
ference, and equipment grants. 

b. NSF Fellowships and Traineeships. In accordance with 
section 212 of title 35 of the United States Code, the Founda- 
tion claims no rights to inventions made by fellows or trainees. 
The following provision will be included in each fellowship or 
traineeship program announcement and made part of the 
award: 


INTELLECTUAL PROPERTY RIGHTS 

The National Science Foundation claims no rights to any in- 
ventions or writings that might result from its fellowship or 
traineeship awards. However, fellows and trainees should be 
aware that the NSF, another Federal agency, or some private 
party may acquire such rights through other support for par- 
ticular research. Also, fellows and trainees should note their 
obligation io include an Acknowledgement and Disclaimer in 
any publication. 


(END OF PROVISION] 


753.3 Awards Affected by internation’ ' Agreements 

a. Many of the bilateral and multilateral treaties and agree- 
ments underlying the Foundation’s international cooperative 
research programs contain provisions on allocation of rights to 
inventions or writings. These sometimes require an allocation 
of rights different from that provided by the standard 


cases, the standard clauses will be modified through the addi- 
tion of the following to the award letter: 

“This project is supported under the cooperative science 
program listed below. Your rights in inventions, writings, and 
data may be affected.” 

The applicable agreement or treaty will be identified imme- 
diately beneath that sentence. 

b. After an invention is disclosed to the Patent Assistam,, the 
receipient of an award subject to an international agreement 
will be informed as to what rights, if any, it must transfer to 
foreign participants. Recipients may also ask the NSF Pro- 
gram Officer for copies of the identified international agree- 
ment before or after accepting an award. 


754 Dissemination and Sharing of Research Results 

a. Investigators are expected to promptly prepare and submit 
for publication, with authorship that accurately reflects the 
contributions of those involved, all significant findings from 
work conducted under NSF grants. Grantees are expected to 
permit and encourage such publication by those actually per- 
forming that work, unless a grantee intends to publish or dis- 
seminate such findings itself. 

b. Investigators are expected to share with other researchers, 
at no more than incremental cost and within 2 reasonable time, 
the primary data, samples, physical collection:, and other sup- 
porting materials created or gathered in the course of work 
under NSF grants. Grantees are expected to encourage and 
facilitate such sharing. Privileged or confidential information 
should be released only in a form that protects the privacy of 
individuals and subjects involved. General adjustments and, 
where essential, exceptions to this sharing expectation may be 
specified by the funding NSF Program or Division for a par- 
ticular field or discipline to safeguard the nights of individuals 
and subjects, the validity of results, or the integrity of collec- 
tions or to accommodate legitimate interest of investigators. A 
grantee or investigator may also request a particular adjust- 
ment or exception from the cognizant NSF Program Officer. 

c. Investigators and grantees are encouraged to share 
software and inventions created under the grant or otherwise 
make them or their products widely available and usable. 

d. The NSF normally allows grantees to retain principal 
legal rights to intellectual property developed under NSF 
grants to provide incentives for development and dissemina- 
tion of inventions, software, and publications that can enhance 
their usefulness, accessibility, and upkeep. Such incentives do 
not, however, reduce the responsibility that investigators and 
institutions have as members of the scientific and engineering 
community to make results, data and collections available to 
other researchers. 


755 Tangible Property 


756 Background 
Some NSF grants support collection or creation of tangible 


Copyrightable Material or Patent Rights clauses. In those property, such as insects, marine life, drilling core samples, 
and genetically-altered micro-organisms. As used in this sec- 
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tion “tangible property” means any personal property other 
than equipment (see GPM 512, above) and intellectual proper- 
ty (see GPM 750, above). 


757 Legal Rights to Tangible Property 

Unless otherwise provided in the grant letter, all legal nghts 
tangible property collected or created during NSF-assisted re- 
search remain with the grantee or investigators as determined 
by the policies of the institution. As members of the scientific 
and engineering community, both grantees and investigators 
are responsible for making such tangible property appropriate- 
ly available to other researchers. 


760 PUBLICATION/DISTRIBUTION OF GRANT 
MATERIALS 


761 Publications 

761.1 NSF Policy 

The National Science Foundation advocates and encourages 
open scientific communication. The NSF expects significant 
findings from research it supports to be promptly submitted for 
publication, with authorship that accurately reflects the con- 
tributions of those involved. 

761.2 Costs 

Cost of documenting, preparing, publishing, disseminating, 
and sharing research findings and supporting material are al- 
lowable charges against the grant. (See GPM 517 Publication, 
Documentation, Dissemination). 

761.3 Responsibilities 

Unless otherwise provided in the grant letter, preparation, 
content, editing, identification of authorship, and submission 
for publication of significant research findings are the respon- 
sibilities of the investigators, consistent with such policies and 
procedures as the grantee may prescribe. 

761.4 Grantee Obligations 

Unless otherwise provided in the grant letter, the grantee is 
required: 

a. To assure that an acknowledgement of NSF support ap- 
pears in every publication of material based on or developed 
under this grant, in the following terms: 


“This material is based on work supported by the 
National Science Foundation under Grant No. 
(Grantee should enter NSF grant number).” 


b. To assure that every publication of material based on or 
developed under this grant, except scientific articles or papers 
appearing in scientific, technical, or professional journals, con- 
taining the following disclaimer: 


“Any opinions, findings and conclusions or recom- 
mendations expressed in this material are those of 
the author(s) and do not necessarily reflect those of 
the National Science Foundation.” 


c. To assure that two copies of every publication of material 
based on or developed under this grant, clearly labeled with 
the grant number and other appropriate identifying informa- 
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tion, are sent to the cognizant NSF Program Officer promptly 
after publication. 

Grantee should also note their obligations in regard to 
copyrights (see GPM 752) and responsibilities are members of 
the scientific and engineering community to disseminate and 
share research results (see GPM 754). 


770 PROJECT INCOME 


771 Background 
In order to provide equitable treatment both to the Govern- 


ment and to the various types of organizations to which NSF 
2wards grants, the following program income and income 
reporting provisions apply to NSF awards. 


772 Definition 

“Project income” refers to that portion of gross revenues, in- 
cluding royalties, received by or accruing to a Foundation 
grantee or contractor through activities undertaken in the per- 
formance of a grant or contract, whether received during or 
after the grant or contract period. Project income includes, but 
is not limited to, proceeds from the sale, licensing, lease, rent- 
al, or other arrangement for the use, release, dissemination, or 
other disposal of copyrightable or non-copyrightable materials, 
properties, services, and inventions developed, produced, or 
acquired with Foundation support. Project income also in- 
cludes any interest earned on all such revenues and proceeds. 
Project income is divided into the “Federal share” and the 
“grantee share” on the basis of their respective contributions to 
the cost of the project. 


773 NSF Policy 

a. General. The Foundation will normally vest primary 
responsibility for the control and disposition of income 
generated through NSF-supported activities in the grantee or 
contractor, consistent with government-wide policies con- 
tained in OMB Circulars A-110, A-102, and A-124 and Foun- 
dation policies governing the allocation of rights to materials 
or inventions produced under NSF awards. 

b. Standard Treatment Under Grants. Unless otherwise 
specified in the grant instrument, the Federal share of project 
income will be treated as follows: 

(1) Project income received or accruing to the awardee 
during the life of the award shall be retained and added to the 
funds committed to the project by NSF and the grantee and be 
used to further project objectives. 

(2) The grantee shall have no obligation to NSF with 
respect to project income received beyond the life of the 
award. 

c. Special Treatment. \n exceptional circumstances, NSF 
may restrict or eliminate the grantee’s control of income 
earned through NSF-supported activities if it determines that 
this would best serve the purposes of a particular program or 
award. Examples of possibly exceptional circumstances in- 
clude situations where a non-standard allocation of rights to 
materials produced under an NSF award is being considered, 
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such as where NSF expects to “fund to the market,” or where 
NSF support would likely result in unfair commercial ad- 
vantage or “windfall” income. 

In the event of such circumstances, special award provisions 
may be approved by the Division of Grants and Contracts in 
consultation with other appropriate NSF offices as may be re- 
quired after consideration of the nature and purpose of the 
project and NSF support and other relevant factors. The spe- 
cial provisions may require the Federal share of project income 
be kept in a separate account, reported on and/or remitted for 
such periods as may be reasonable under the circumstances. 


780 ACQUISITION AND CONTROL OF MATERIALS 
AND SUPPLIES 


Title to materials developed and supplies purchased under 
an NSF grant will vest in the grantee. 


790 MISCELLANEOUS 


791 Bonding and insurance 

a. Attachment B to OMB Circulars A-1C2 and A-110 
prescribe bonding and insurance requirements for grants in- 
volving construction or facility improvement exceeding 
$100,000 and permit agencies to require fidelity bond in- 
surance. 

b. The NSF Act (42 U.S.C. 1870c) provides NSF with 
authority to enter into grants, contracts or other agreements 
without performance or other bonds and without regard to Sec- 
tion 3709 of the Revised Statutes. 

c. Therefore, unless the grant instrument specifically 
provides otherwise, NSF does not require performance or other 
bonds or insurance. 


792 Liabilities and Losses 

NSF assumes no liability with respect to accidents, bodily in- 
jury, illness, breach of contract or any other damages or loss, or 
with respect to any claims arising out of any activities undertaken 
with the financial support of an NSF grant, whether with respect 
to persons or property of the grantee or third parties. The grantee 
is advised to insure or otherwise protect itself or others as it may 
deem desirable. 


793 Tax Status 

Determination of the tax status of an organization or person 
receiving compensation in any form as a result of an NSF 
grant is the responsibility of the Internal Revenue Service, 
State and local tax authorities, and the courts. 


794 National Security 

794.1 Classifiable Results Originating Under NSF 
Grants 

a. The National Science Foundation does not have original 
classification authority and does not normally support clas- 
sified projects. It therefore does not expect that results of 
NSF-supported research projects will be classifiable, except in 
very rare instances. 
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b. Executive Order 12356 (47 FR 14874; 1982) states that 
basic scientific research information not clearly related to the 
national security may not be classified. Nevertheless, some in- 
formation concerning, among other things, scientific, tech- 
nological, or economic matters relating to the national security 
or cryptology may require classification. 

c. There may, therefore, be cases when an NSF grantee 
Originates information during the course of an NSF-supported 
project that the grantee believes requires classification under 
Executive Order 12356. 

d. In such a case, the grantee has the responsibility prompt- 
ly to: 

1. submit the information directly to the government 
agency with appropriate subject matter interest and classifica- 
tion authority or, if uncertain as to which agency should 
receive the information, to the Director of the Information 
Security Oversight Office, General Services Administration; 

2. protect the information as though it were classified 
until the grantee is informed that the information does not re- 
quire classification, but not longer than 30 days after receipt by 
the agency with subject matter interest or by the General Ser- 
vices Administration; and 

3. notify the appropriate NSF Program Officer. 

e. The Executive Order requires the agency with ap- 
propriate subject matter interest and classification authority to 
decide within 30 days whether to classify the material. Ii it 
determines the information to require classification, the gran- 
tee shall cooperate with that agency, NSF, or other appropriate 
agencies in securing all related project notes and papers. 

f. If the information is determined to require classification, 
the performing organization may wish or need to discontinue 
the project. (See GPM 664, “Termination by Mutual Agree- 
ment.”) 


795 Pre-College Students and Experimental Cur- 
riculum Development Projects 

Grantees of projects which involve pre-college students; in 
research or development on, or pilot-testing, evaluation or 
revision of, experimental or innovative curriculum develop- 
ment projects will: 

a. Provide to the school board, or comparable authority 
responsible for the schools considering participation in the 
project, information concerning the need for and purposes of 
the particular education project, the proposed content of the 
material to be used, the expected benefits to be derived, and 
other information to assist the jurisdiction in arriving at a 
decision on participation. 

b. Obtain written approval for participation in the project 
activities after the responsible authority has carried out its pro- 
cedures. 

c. Provide information and materials to the responsible 
school authority to assist it in carrying out its own established 
procedures regarding the participation of students in project 
activities. 

d. Provide information to the Foundation describing com- 
pliance with the above provisions. 
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e. Provide, in accord with NSF FY 1976 House Authoriza- 
tion Legislation (P.L. 94-86), in every publication, testing, or 
distribution agreement involving instructional material 
developed under a grant (including but not limited to teacher's 
manuals, textbooks, films, tapes or other supplementary 
material) that such material will be made available within the 
school district using such material, for inspection by parents or 
guardians of children engaged in educational programs or 
projects of that school district. 


796 Environmental impact 

a. The National Environmental Policy Act of 1969 (NEPA) 
(42 U.S.C. 4332) requires that Federal agencies add environ- 
mental considerations to those criteria which are traditionally 
used to decide on: 

1. sew (proposed) actions to be taken, and 

2. the continued funding of ongoing actions. 

>. If a proposed project might have an environmental im- 
pact, the proposal should furnish sufficient information to as- 
sist Foundation officials in assessing the environmental 
consequences of supporting the project. NSF will determine: 

1. the adequacy of the information submitted; 

2. whether or not additional information is needed; and 

3. whether or not an environmental statement will be 
necessary. 

c. NSF regulations governing compliance with NEPA are 
found at 45 CFR 640. NSF regulations are intended to supple- 
ment the Council on Environmental Quality (CEQ)’s regula- 
tions, published at 40 CFR 1500-1508. Although ge scrally 
procedural in nature, NSF regulations do implement 40 CFR 
1507.3(b)(2), which requires that agencies establish criteria 
for, and identify typical classes of, actions that may or may not 
require environmental assessments or environmental impact 
statements, as described in NSF regulations at 45 CFR 640.3. 

d. NSF regulations: 

1. Provide that most research projects supported by NSF 
do not require an assessment, since the likely environmental 
impact of the results of research is highly speculative, and NSF 
is prohibited from supporting development work, except quite 
limitedly in science education (NSF Act, Sec. 3). 

2. Require at least an assessment of those projects, other 
than curriculum development, that are part of an overall plan 
to promote commercialization. 

3. Describe classes of research that involve research 
methods (as opposed to possible research results) that require 
at least an environmental assessment. 

4. Minimize delay in the review process, by providing for 
use of a draft assessment which is sufficient to accompany the 
proposai, provided final approval is withheld pending a Find- 
ing of No Significant Impact (FNSI) or completion of an En- 
vironmental Impact Statement (EIS). 


797 Flood Disaster Protection 

a. The Flood Disaster Protection Act of 1973 (28 U.S.C. 
4001 et seq.) provides that no Federal agency shall approve 
any financial assistance for “acquisition or construction” pur- 
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poses for use in any area identified by the Department of 
Housing and Urban Development (HUD) as an area having 
special flood hazards, and in which the sale of flood insurance 
has been made available under the National Flood Insurance 
Act of 1968, unless the building and any related equipment is 
covered by adequate flood insurance. 

b. NSF grantees located in special flood hazard areas iden- 
tified by HUD and where the sale of flood insurance has been 
made available under the National Flood Insurance Act, will: 

1. With respect to NSF grants for the construction of a 
building or facility, furnish the necessary proof of compliance 
with the Act before a grant can be made, regardless of the dol- 
lar amount of the grunt. 

2. With respect to NSF research grants, and any other 
grant where assistance for repair, alteration, or improvement of 
a building or facility is incidental, proof of compliance with 
the Act will be necessary only where the line item amount 
budgeted for repair, construction or improvement exceeds 
$10,000. 

c. In the above cases where insurance is required, the 
proposal should contain either a certification that: 

1. the facilities or equipment are not located in an iden- 
tified special flood hazard area, or 

2. adequate flood insurance under this Act has been ob- 
tained. 

d. Applicants requiring flood insurance coverage should 
contact their local government or local Federally insured finan- 
cial institutions to determine areas identified as having special 
flood hazards and the availability of flood insurance in their 
community. 


798 Protection of Properties in the National Register 
of Historic Places 

The National Historic Preservation Act of 1966 (16 U.S.C. 
470) requires that Federal agencies institute procedures to as- 
sure that where as a result of Federal action or assistance a 
property listed on the National Register of Historic Places (by 
the Federal Advisory Council on Historic Preservation) is to be 
substantially altered or demolished, timely steps be taken to 
make or have more records made including measured draw- 
ings, photographs and maps of the property, and that a copy of 
such records then be deposited in the Library of Congress for 
future use and reference. 

Prospective grantees must provide such information in the 
proposal on such alterations or demolishments (and aiyy chan- 
ges that occur during performance of the grant) in order that 
NSF, in conjunction with the Advisory Council on Historic 
Preservation, may determine what steps need to be taken by 
the grantee to protect or establish and preserve the record of 


the property. 


799 Use of Metric Measurements 

To implement the policy and requirements of the “Metric 
Conversion Act of 1975" (15 U.S.C. 205a et seq.), the General 
Coaditions of each NSF award will contain a provision requir- 
ing progress reports, final reports, other reports and publica- 


tions produced under grants and cooperative agreements 
employ the metric system of measurements. Consistent with 
exceptions allowed by the Metric Conversion Act, the clause 
allows awardees to utilize non-metric units in certain cir- 
cumstances. Awardees using an exception should have the 
basis for the exception documented in its internal records and 
prior NSF approval is not required. NSF recognizes that there 
are such cases, which may include studies that build on histori- 
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cal data expressed in non-metric units or possibly in the 
development of some educational material, in which it is im- 
practical to utilize metric units only. 

In addition, NSF requires that proposals that are submitted 
use the metric system of measurements. Notices to this effect 
are regularly found in GRESE and other NSF program an- 
nouncements. NSF may return proposals that do not conform 


to this requirement. 
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